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Application Number: 10/679,292 
Filing Date: October 07, 2003 
Appellant(s): HATLEBERG, JOHN N. 



Alan Fanucci 
For Appellant 

EXAMINER'S ANSWER 

This is in response to the appeal brief filed 10/23/07 appealing from the Office action mailed 
3/20/07. 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board’s decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is incorrect. A correct 
statement of the status of the claims is as follows: 

“Claims allowed: None 

Claims rejected and on appeal: 1-3, 5-13, 15, 17, 19-23 




Claims withdrawn: None’ 



Application/Control Number: 10/679,292 
Art Unit: 1793 



Page 3 



(4) Status of Amendments After Final 

The appellant’s statement of the status of amendments after final rejection contained in 
the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant’s statement of the grounds of rejection to be reviewed on appeal is 

correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

Specification pages 9-15 

VandenBiesen US PG pub 20030017932 1-2003 
6030596 Vilella Jirau 2-2000 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 1-3, 5-13, 15, 17, 19-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over VandenBiesen et al. 20030017932, taken with applicant’s admissions. 

This pg pub is along the same lines as the present disclosure, and differs in not 
specifying the same original starting material. However using a plant material rather than an 
animal material is an obvious expedient because both contain predominantly carbon atoms and 
hence can serve as sources for graphite/diamond. The verbiage concerning emotional states, 
gifts, etc. are mental processes and do not limit the claims nor impart patentability to what is 
otherwise a known process. Concerning the control of color, applicant admits in the specification 
(see page 14 in particular) that known techniques (ie, the suitable conditions) exist for making 
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colored diamonds. Using them to make the desired color is an obvious expedient to produce the 
desired product. 

Claims 1-3, 5-13, 15, 17, 19-23 are rejected under 35 U.S.C. 103(a) as being unpatentable- 
over Vilella Jirau 6030596, taken with applicant’s admissions. 

The reference teaches converting organic material to carbon to diamond. The verbiage 
concerning emotional states, gifts, etc. are mental processes and do not limit the claims nor 
impart patentability to what is otherwise a known process. 

Vilella Jirau does not teach plants per se as the carbon source, however using them is an 
obvious expedient to provide a source of carbon for the diamond. Applicant admits that the 
techniques used to transform graphite to diamond are old and known (specification pg. 14). 
Using them on the Vilella Jirau carbon is an obvious expedient to make the diamond product 
desired by Vilella Jirau. 

Concerning the control of color, applicant admits in the specification that known techniques 
exist for making colored diamonds. Using them to make the desired color is an obvious 
expedient to produce the desired product. 

(10) Response to Argument 

VandenBiesen teaches converting complex organic compounds to carbon to diamond, just as 
the present claims do- where the source of the diamond is known, and thus is of the same tenor 
as the present disclosure. It has not been shown that the 'graphetized’ (paragraph 29) carbon 
ash from human remains is substantially different from the carbon ash/graphite of present claim 
2. The claims are not drawn to the processing of the plant remains, and indeed the actual 
diamond synthesis is by techniques that are admitted as known and invented by others. The 
argument on pg. 6 does not clearly elaborate as to why the diamonds made by VandenBiesen 
have ‘limited uses’. Nor is it clear why plants have 'universal symbolism' and humans do not. 
Suffice it to say that neither the emotional tenor of the specification nor the personal feelings of 
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the individual performing the process imparts patentability to an otherwise known/obvious 
process. Concerning the color, both the present specification and VandenBiesen can make any 
desired color, and do so by techniques that were invented years ago by others. VandenBiesen 
quite clearly provides a ‘link’ from the source carbon and the diamond- see paragraph 36. 

Concerning Vilella Jirau, it has not been established that he diamonds so made are of a 
quality or size different from what is claimed. The characterization of the product as ‘discolored’ 
means that it has a color. If one does not know the color of the original material, then it cannot 
be said whether the color of the diamond matches or not. An alleged mismatch in color does not 
per se impart patentability; a blue diamond is a blue diamond. Again, the ‘connection’ and other 
emotional language does not impart patentability for the above reasons. 

The term ‘gift’ does not impart patentability, as it is so broad it encompasses something bought 
for oneself, and the mental state at the time of purchase or donation does not impart 
patentability. The phrase 'gem quality’ is subjective; given the particular intent to provide an 
emotional ‘connection’, ordinary marketplace parameters do not necessarily apply- if someone 
is willing to buy it and wear it, it is a ‘gem’. 

The Declarations are noted, and two have been addressed. Concerning the Hatleberg 
Declaration submitted with the Brief, it is untimely and is not proper for consideration, as 
explained in the Advisory Action of 12/20/07. Lest the Board take it as unrebutted evidence, 
then the following comments are made: 

1) Please see the comments in the advisory action. 

2) The statements regarding the Vilella Jirau product are unproven and speculative. The present 
claims do not require any particular size product. 

3) The King Declaration only indicates that the diamonds are nice looking. Indeed, this is 
expected since they are made by using known processes; the quality has not been shown to 
differ from diamonds made from graphite mined from the ground. Apparently, Mr. King did not 
see the original source material. 
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4) The Grizenko Declaration is not persuasive since it of an emotional tone and does not 
address the issues at hand. At best it is an opinion of admiration for the present process but that 
does not impart patentability thereto, especially as he seems to be under the belief that the 
diamonds are made directly from flowers (paragraph 5). The allegation of the quality of the 
Vilella Jirau product is subjective and not demonstrated. The prior art does not in fact need to 
‘recognize the symbolism of making a temporal gift permanent’. 

5) Both King and Grizenko appear to believe that the diamonds were synthesized directly from a 
plant, which is not the case. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner’s answer. 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

STUART L HENDRICKSON 
PATENT EXAMINER 





